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Coart of Appeals of the District of Colombia. 


No. 2838. 

Thomas Ewing, &c., Appellant, 
vs. 

U. S. ex Rel. The National Cash Register Co. 


a Supreme Court of the District of Columbia. 

At Law. No. 57970. 

United States ex Relatione The National Cash Register 

Company, Petitioner, 
vs. 

Thomas Ewing, Commissioner of Patents, Respondent. 

United States of America, 

District of Columbia, ss: 

Be it remembered, that in the Supreme Court of the District of Co¬ 
lumbia, at the City of Washington, in said District, at the times 
hereinafter mentioned, the following papers were filed and proceed¬ 
ings had, in the above-entitled cause, to wit: 

1 Petition for Writ of Mandamus . 

Filed April 27, 1915. 

In the Supreme Court of the District of Columbia. 

At Law. No. 57970. 

United States ex Relatione The National Cash Register 

Company, Petitioner, 
vs. 

Thomas Ewing, Commissioner of Patents, Respondent. 

Your petitioner, The National Cash Register Company, respect¬ 
fully represents: 

I. That your petitioner is a corporation duly created and existing 
under the laws of the State of Ohio and has its principal office and 
1—2838a 
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M | * 11* at Dayton, in the County of Montgomery and State 

of Ohio, and brings this action in its own right. 

II. That the respondent, Thomas Ewing, is the Commissioner of 
Patents, and resides at Washington, in the District of Columbia. 
J I 1 I ‘ 1 T K « s your petitioner is advised and believes, prior to the 
22nd day of October, 1913, Frank J. Wills, a citizen of the United 
States and a resident of Winchester, in the County of Middlesex and 
State of Massachusetts, was the true, original and first inventor or 
discoverer of certain new and useful improvements in Counters, not 
known or used by others in this country before his invention or dis¬ 
covery thereof, not patented or described in anv printed publication 
in this or any foreign country before his invention or discoverv 
thereof, or more than two years prior to the hereinafter mentioned 
application for Letters Patent of the Lnited States therefor, 
L and not in public use or on sale in the United States for more 
than two years prior to said application; and for which in¬ 
vention or discovery no application for letters patent in anv foreign 
countn has been tiled by said \\ ills or his assigns or legal repre¬ 
sentatives more than twelve months prior to the filing of the appli¬ 
cation for a patent for his said invention in this country. 

,. l } - T ,iat °V th . e 6tl1 of October 1912 the said Frank J. Wills 
died, without having made an application for patent for his said in¬ 
vention or discovery in this or in any country; that by the last will 
and testament of said Frank J. Wills, Harriet B. Wills, a citizen of 
the Lnited States, residing at Winchester, in the County of Middle¬ 
sex and State of Massachusetts, was named as the executrix of the 
estate of said Frank J. Wills, and that said Harriet B. Wills was on 
the death of said Frank J. Wills, duly appointed by the Probate 
Court for the County of Middlesex in the State of Massachusetts as 
such executrix and duly qualified as such. 

V. That on; the 22nd day of October, 1913, said Harriet B. Wills, 
Executrix, duly hied m the I nited States Patent Office an application 
for Letters Patent of the l nited States for said invention or discovery 
of the said I rank *L Mills, deceased; that said application was in 
writing and addressed to the Commissioner of Patents, in due form 
as required by the Statutes of the United States and by the Rules of 
Practice in the United Suites Patent Oflice, in such case made and 
provided, that, with such application was filed a written description 
of said invention and of the manner of making, constructing and 
using the same in such full, clear, concise and exact terms^as to 
enable any person skilled in the art to which said invention apper¬ 
tains or with which it is most closely connected, to make, con¬ 
struct and use the same; that said application particularly 
pointed out and distinctly claimed the parts, improvements 
and combinations which were claimed to be the invention of the said 
.brank J. \\ ills, deceased; that the specification and claims of said ap- 
phcation were duly signed by Harriet B. Wills, Executrix, and 
attested by two witnesses; that there was furnished with said applica¬ 
tion drawings of said invention signed by the attorneys of said Har- 
net B. \\ ills and attested by two witnesses; that the said Harriet B. 
Wills made oath before a proper officer, according to law, that she 
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verily believed that the said Frank J. Wills was the original, first and 
sole inventor of the improvement described and claimed in the speci¬ 
fication forming part of the said application, that she did not know 
and did not believe that the same was ever known or used before the 
invention or discovery thereof hv the said Frank .J. Wills, or pat¬ 
ented or described in any printed publication in any country before 
his invention or discovery thereof, or more than two years prior 
to the aforesaid application for letters patent, or in public use or on 
sale in the United States for more than two years prior to said appli¬ 
cation, and, further, that said invention had not been patented in 
any country foreign to the United States on an application filed by 
the said Frank J. Wills or his legal representatives or assigns more 
than twelve months prior to said application, and that no application 
for patent on said improvement had been filed by said Frank J. 
Wills, or his representatives or assigns, in any country foreign to the 
United States; that the said Harriet B. Wills, Executrix, did at the 
time of the filing of said application, pay to the Commissioner of 
Patents the sum of Fifteen Dollars ($15) the fee required by law, 
and did in all other respects fully comply with the Statutes of 

4 the United States and the Rules of Practice in the United 
States Patent Office in such case made and provided; that 

such application was duly accepted by the Commissioner of Patents 
as a valid and complete application under the law; and that said ap¬ 
plication became known and designated as application Serial No. 
790,644, and is now a valid and subisting application. 

VI. That on the 10th day of October, 1913, the said Harriet B. 
Wills, Executrix, by an instrument in writing, and for a valuable 
consideration, did sell, assign and transfer to your petitioner, its 
successors and assigns, the entire right, title and interest in and to 
said invention and application, and in and to any letters patent that 
might be granted for said invention, and, in said assignment, did re¬ 
quest the Commissioner of Patents to issue any patent that might be 
granted upon said application to your petitioner, its successors and 
assigns; and that your petitioner has since the date of said assign¬ 
ment continued to be and now is the owner of said invention and ap¬ 
plication and all rights' thereunder, and is entitled to have issued to it 
any patent that may be granted for said invention, upon said applica¬ 
tion. 

VII. That on the 9th day of November, 1914, your petitioner duly 
appointed R. C. Glass and Carl Beust, both of Dayton, Ohio, its attor¬ 
neys in fact, to prosecute said application, to make alterations and 
amendments therein, to receive the patent when issued, and to 
transact all business in the Patent Office in connection with said ap¬ 
plication, and requested that all communications respecting said ap¬ 
plication be addressed to R. C. Glass, Care of The National Cash 
Register Company, Dayton, Ohio. 

VIII. That on the 10th day of February, 1915, the re- 

5 spondent, Thomas Ewing, the Commissioner of Patents, 
wrote a letter to said R. C. Glass, vour petitioner’s said attor¬ 
ney, in which he pointed out that,— 
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“There is another application pending which contains a claim of 
similar scope to claims 1, 2, 6, 7 and 10 of the application of Wills” 

and, further, that,— 

“In order to decide whether it is necessary to declare an interfer¬ 
ence I ask you to obtain a statement from his executrix setting forth 
when he conceived his invention, when he disclosed it to others and 
when he reduced it to practice. This statement will not be made a 
part of the record of this case and will be returned to you if you so 
desire.” 

A copy of said letter of February 10th, 1915, in full, is hereunto 
annexed, marked “Exhibit A.” 

IX. That on the 26th day of February, 1915, the said R. C. 
Glass, in behalf of your petitioner, replied to the last named letter of 
the respondent, insisting that, on the respondent’s own showing, an 
interference already existed under the Statute and Rules between the 
aforesaid Wills application owned by vour petitioner and the other 
pending application referred to by the respondent in his said com¬ 
munication of February 10th, 1915, and requested that an interfer¬ 
ence l>e formally declared between said applications. 

A copy of said letter of February 26th, 1915, in full, is hereunto 
annexed, marked “Exhibit B.” 

X. That on the first of March, 1915, respondent, in reply to the 
letter of said R. C. Glass, last above referred to, again wrote to Mr. 
Glass, refusing, in effect, to declare an interference between your 
petitioner’s Wills application and the undisclosed other pending ap¬ 
plication claiming the same invention. 

A copy of said letter of March 1st, 1915, in full, is hereunto an¬ 
nexed. marked “Exhibit C.” 

6 XI. That thereafter, to wit, on the 8th day of March, 

1915, the said R. C. Glass, in behalf of your petitioner, ad¬ 
dressed a further communication to the respondent inquiring as to 
what course respondent proposed to take relative to petitioner’s said 
Wills pending application and the other undisclosed pending ap¬ 
plication, claiming the same invention. 

A copy of said letter of March 8th. 1915,' in full, is hereunto an¬ 
nexed, marked “Exhibit D.” 

XIT. That thereafter, to wit, on the 14th of April, 1915, re¬ 
spondent acknowledged receipt of said R. C. Glass’s communication 
last above mentioned, and stated that,— 

“The final fee has been paid in the other application and it 
will become a patent May 4th, 1915. After the patent issues such 
claims of the application of Wills as it may anticipate will be re¬ 
jected.” 

A copy of said letter of April 14th, 1915, in full, is hereunto 
annexed, marked “Exhibit E.” 

XIII. That Section 4904 of the Revised Statutes of the United 
States which authorizes and directs the institution of interference 
proceedings, reads as follows: 

“Sec. 4904. Whenever an application is made for a patent which, 
in the opinion of the Commissioner, would interfere with any pend- 
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ing application, or with any unexpired patent, he shall give notice 
thereof to the applicants, or applicant and patentee, as the case 
may be, and shall direct the primary examiner to proceed to deter¬ 
mine the question of priority of invention. And the Commissioner 
may issue a patent to the party who is adjudged the prior inventor, 
unless the adverse party appeals from the decision of the primary 
examiner, or of the board of examiners-in-chief, as the case may be, 
within such time, not less than twenty days, as the Commissioner 
shall prescribe.” 

XIV. 'That Section 483 of the Revised Statutes of the United 
States, conferring power to regulate proceedings in the Patent Office, 
reads as follows: 

“Sec. 483. The Commissioner of Patents, subject to the approval 
of the Secretory of the Interior, may from time to time establish 
regulations, not inconsistent with law, for the conduct of proceed¬ 
ings in the Patent Office.” 

7 XV. That, pursuant to such statutory authority, regula¬ 

tions, known as “Rules of Practice in the United States 
Patent Office” have been established by the respondent, by and with 
the approval of the Secretary of the Interior, and now regulate and 
govern the declaration of interferences between pending conflict¬ 
ing applications and between pending applications that conflict 
with unexpired patents, and have the force and effect of law, being 
binding as well upon the respondent as upon applicants for patent. 

XVI. That Rule 93 of such regulations provides as follows: 

“93. An interference is a proceeding instituted for the purpose 
of determining the question of priority of invention between two or 
more parties claiming substantially the same patentable invention. 
The fact that one of the parties has already obtained a patent will * 
not prevent an interference, for. although the Commissioner has 
no power to cancel a patent, he may grant another patent for the 
same invention to a person who proves to he the prior inventor.” 

XVIT. That Rule 94 of such regulations provides as follows: 

“94. Interferences will he declared in the following cases, when 
all the parties claim substantially the same patentable invention: 

(1) Between two or more original applications containing con¬ 
flicting claims.” 

******* 

XVIII. That Rule 95 of such regulations provides as follows: 

“95. Before the declaration of interference all preliminary ques¬ 
tions must lx? settled by the primary examiner, and the issue must 
be clearly defined; the invention which is to form the subject of 
the controversy must be decided to he patentable, and the claims of 
the respective parties must be put in such condition that they will 
not require alteration after the interference shall have been finally 
decided, unless the testimony adduced upon the trial shall necessi¬ 
tate or justify such change.” 

XIX. That Rule 96 of such regulations provides as follows: 

“96. Whenever the claims of two or more applications differ 
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in pharaseologv, but cover substantially the same patentable 
subject-matter, the examiner, when one of the applications 
is ready for allowance, will suggest to the parties such claims 
as are necessary to cover the common invention in substantially 
the same language. The examiner will send copies of the letter 
suggesting claims to the applicant and to the assignees, as well as 
to the attorney of record in each case. The parties to whom the 
claims are suggested will be required to make such claims and put 
the applications in condition for allowance within a specified time 
in order that an interference may be declared. Upon the failure of 
any applicant to make the claim suggested within the time specified, 
such failure or refusal shall lie taken without further action as a 
disclaimer of the invention covered by the claim, and the issue of 
the patent to the applicant whose application is in condition for 
allowance will not be delayed unless the time for making the claim 
and putting the application in condition for allowance be extended 
upon a proper showing. If a party make the claim without put¬ 
ting. his application in condition for allowance, the declaration of 
the interference will not he delayed, but after judgment of priority 
the application of such party will be held for revision and restric¬ 
tion, subject to interference with other applications.” 

XX. That Rule 110 of such regulations provides as follows: 

“110. Each party to the interference will be required to file a 

concise preliminary statement, under oath, on or before a date to 
be fixed by the office, showing the following facts: 

(1) The date of original conception of the invention set forth 
in the declaration of interference. 

(2) The date upon which a drawing of the invention was made. 

(3) The date upon which the invention was first disclosed to 
others. 

(4) The date of the reduction to practice of the invention. 

(5) A statement showing the extent of use of the invention. 

(b) The applicant shall state the date and number of any ap¬ 
plication for the same invention filed within twelve months before 
the filing date in the I nited States, in anv foreign country adhering 
to the International Convention for the Protection of ‘ Industrial 
Property or having similar treaty relations with the United States. 

If a drawing has not been made, or if the invention has not been 
reduced to practice or disclosed to others or used to any extent, the 
statement must specifically disclose these facts.” 

****** * 

XXI. That from the hereinabove recited correspondence between 
the respondent and petitioner, and particularly from re- 

9 spondent’s letters of February 10th, 1915, “Exhibit A”* of 

March 1st, 1915, “Exhibit C”; and of April 14th, 1915, 
“Exhibit E,” it clearly appears, and petitioner charges the fact to 
be, that there are now pending in the Patent Office two applica¬ 
tions for patents,—to wit, petitioner’s said Wills application and 
an application of an applicant to your petitioner unknown, which 
applications disclose and claim the same patentable invention, and 
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that a case of interference exists between said applications under the 
otatute and Rules, and that it is the duty of the respondent, under 
the Statute and Rules, to declare said interference and to call upon 
each applicant for the sworn preliminary statement required by 
Rule 110; that there has been and continues to be a dereliction of 
duty on the part of respondent in not declaring such interference; 
that the call by respondent upon petitioner, in his letter of Feb¬ 
ruary 10, 1915, for an informal unsworn statement of the dates re- 
spectmg the conception, disclosure and reduction to practice of the 
\\ ills invention was entirely irregular and unjustifiable under the 
Rules; that the action of the respondent in allowing and passing 
to issue, with a view to its going to patent, the conflicting interfer¬ 
ing application of the unknown applicant, without the declaration 
of an interference and without calling upon both applicants for 
sworn preliminary statements, constitutes a breach and violation 
of the Statute and of the Rules, and is calculated to and will ser¬ 
iously damage and injure your petitioner; that your petitioner is 
under the Statute and Rules, entitled to an immediate interference 
with said unknown applicant, before said unknown applicant re¬ 
cedes a patent; that if said unknown applicant receives a patent 
and thereafter petitioner’s Wills application is put in inter- 
10 ference with such patent and your petitioner, after a long 
and expensive course of litigation, is decided to be entitled 
to an award of priority over said unknown applicant, and receives 
a patent upon said Wills application, your petitioner, in order to 
get lid of the menace of the outstanding patent to such unknown 
applicant, will ha\e to file a bill in equity under the provision of 
Section 4918 of the Revised Statutes of the United States for the 
cancellation of such outstanding patent, or, if the owner of such 
outstanding patent so elects, said owner may, on his part, file a 
bill in equity of the same nature, against your petitioner under 
said Section 4918 and pray that your petitioner’s patent be can¬ 
celed, all of which possibilities of litigation may be prevented and 
the delay and expense incident thereto averted, if the respondent 
be required to discharge his plain duty under the Statute and under 
the Rules governing the conduct of proceedings in the Patent Office 
by forthwith declaring an interference w’hile the rights of both 
parties are in the application stage and before either party receives 
a patent. 

XXII. That the conduct of respondent complained of is a matter 
of large public concern involving, as it does, the integrity, validity 
and binding effect of the interference rules of the Patent Office upon 
respondent and other officials wdiose duty it is to observe and en¬ 
force them, that for o\er a quarter of a century respondent’s prede¬ 
cessors hare, without exception, regarded said interference rules as 
imposing upon them the legal duty of declaring an interference 
whenever two pending applications claimed substantially the same 
patentable subject matter; and that respondent’s conduct com¬ 
plained of is a radical departure from, and violation of, such long 
settled practice. 

11 XXIII. 1 hat the respondent has refused and continues 
to refuse to declare the aforesaid interference, or to with- 
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draw the application of the aforesaid unknown applicant from is¬ 
sue, though requested so to do; and that as your petitioner is ad¬ 
vised and believes a patent will, in due course, issue to the aforesaid 
unknown applicant on the 4th day of May 1915, unless this Court 
interposes in your petitioners behalf; that by the refusal of the re¬ 
spondent to so declare such interference and to withhold the is¬ 
suance of said patent for interference purposes, your petitioner is 
deprived of legal rights vested in him by the laws of the United 
States relating to the granting ol letters patent for inventions and 
by the Rules of Practice governing proceedings in the Patent Office 
in inteifeience cases, and is entirely without redress or remedy in 
the piemises, unless this Honorable Court by its writ of mandamus 
shall interpose in its behalf. 

\\ here! ore, your petitioner prays that a writ of mandamus may 
be issued by this Honorable Court to the said respondent, Thomas 
Ewing, Commissioner of Patents, commanding him to declare or to 
direct to be declared an interference between your petitioner’s said 
\\ ills application and the application of the aforesaid unknown ap¬ 
plicant whose interfering application is now pending, and further 
commanding and directing him to withdraw from the issue the 
said interfering application ol said unknown applicant, and further 
commanding and directing him not to issue a patent to said un¬ 
known applicant, upon said interfering application on the fourth 
day of May, 191o, or at any other time, unless and until opportu¬ 
nity is given your petitioner to be heard, in lawful interference pro- 
ceedings, upon the question of priority of invention, as be- 
12 tween the said Frank J. Wills, deceased, and the aforesaid 
unknown applicant, in respect to the patentable subject mat¬ 
ter claimed, in common, in said aforesaid applications. 

THE NATIONAL CASH REGISTER COMPANY 
By WM. F. BIPPUS, Treas. 

MELVILLE CHURCH, 

Att y for Petitioner. 

State of Ohio, 

County of Montgomery, ss: 

Will. F. Bippus being duly sworn, deposes and says that he is the 
Treasurer of 1 he National Cash Register Companv, the petitioner 
above named; that lie has read the foregoing petition by him signed 
for and on behalf of the said The National Cash Register Company 
and knows the contents thereof; that the statements therein con¬ 
tained are true of his own knowledge, except as to those matters 
herein stated to be on information and belief, and as to such mat- 
tors he verily believes it to be true. 

WM. F. BIPPUS. 

Subscribed and sworn to before me this, 26" day of April, 1915. 

t SEAL -] FRED E. HAMILTON,’ 

Notary Public . 
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“Exhibit A.” 


Washington, D. C., February 10, 1915. 
Mr. R. C. Glass, c/o National Cash Register Co., Dayton, Ohio. 

Sir: My attention has been called to an application of Frank 
J. Wills, deceased, Serial No. 796,644, filed October 22, 1913, in 
which you are the attorney of record. 

There is another application pending which contains a claim of 
similar scope to claims 1, 2, 6, 7 and 10 of the application of Wills. 
In order to decide whether it is necessary to declare an interference 
I ask you to obtain a statement from his executrix setting forth 
when he conceived his invention, when he disclosed it to others and 
when he reduced it to practice. This statement will not be made a 
part of the record in this case and will be returned to you if you so 
desire. 

A response is requested within twenty days. 

Respectfullv, 

THOMAS EWING, 

Commissioner. 


14 “Exhibit B.” 

In the United States Patent Office. 

Dayton, Ohio, February 20, 1915. 

Application of Harriet B. Wills, (Executrix of the Estate of Frank 
J. Wills, Deceased). Serial No. 796,644. Filed October 22, 
1913. For Counters. 

Now in Div. 23, Room 379. 

Hon. Commissioner of Patents, Washington, D. C. 

Dear Sir: We are in receipt of your letter of February 10th, 
1915, reading as follows: 

“My attention has been called to an application of Frank J. 
Wills, deceased, Serial No. 796,644, filed October 22, 1913, in 
which you are the attorney of record. 

“There is another application pending which contains a claim 
of similar scope to claims 1, 2, 3, 6, 7 and 10 of the application of 
Wills. In order to decide whether it is necessary to declare an in¬ 
terference I ask you to obtain a statement from his Executrix set¬ 
ting forth when he conceived his invention, when he disclosed it 
to others and when he reduced it to practice. This statement will 
not be made a part of the record of this case and will be returned to 
you if you so desire. 

“A response is requested within twenty days. 

Respectfullv, 

(Signed) " THOMAS EWING, 

Commissioner” 


2—2838a 
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It seems clear that under Rule 04 (1) of the Rules of Practice an 
interference now exists between this application and some other 
application. In fact your letter might well be intended to 

15 he considered as at least a tentative declaration of an inter¬ 
ference. If an interference is to be considered as having 

been declared by this letter, the Executrix of Mr. Wills, will he 
pleased to file the statement requested by you and in fact will be 
Milling to give the further information required by Rule 110. 

However, we are not entirely certain, in view of the fact that 
Patent Office Form 2-213 is not used by you, just what the situation 
is. Therefore, we wish to ask whether the opposing applicant has 
also been requested to file such a statement and whether an order 
from us for a copy of the opposing application will he honored under 
the provisions of Rule 108 after these statements have been ap¬ 
proved. We ask for this additional information in order that what¬ 
ever rights our client has in the subject matter of the claims men¬ 
tioned in your letter may he preserved. 

M e are somewhat influenced in the above request by a condition 
existing in a pending interference. Church vs. Howieson, Xo. 30,274, 
in which we represent Church, one of the parties. In that inter¬ 
ference. as will appear from the file of Church’s application. Se¬ 
rial No. 570.390, which is assigned to the assignee of the Wills 
application herein. lion. Commissioner Moore suggested to us that 
certain of Church’s claims should he canceled in view of the pend¬ 
ency of another application filed long prior to that of Church. 

It seems inadvisable to follow that course and we therefore re¬ 
quested that the interference he declared. 

This was done. After we received a copy of the Ilowieson ap¬ 
plication it seemed to us that the construction therein shown was 
inoperative and we moved to dissolve the interference on that 
ground. This motion was granted bv the Primary Examiner, al¬ 
though he was thereafter reversed by the Examiners-in-Chief. 

The matter will shortly he before your Honor in Person for 

16 a decision on appeal. 


e e lfl? 1^1^, in that Church application, 

we ventured to suggest several reasons why the course contemplated 
by Commissioner Moore seemed inadvisable. Possibly those reasons 
would be in point here. 

If the situation here is not that an interference may be consid¬ 
ered as having been declared, we desire respectfully to suggest, 
especially in view of the Church vs. Howieson interference just 
referred to, that the interference l>e now declared formally so that 
motions under Rule 122 or otherwise may be brought if that seems 
advisable. We dislike extremely to seem not to co-operate with the 
Commissioner but it is submitted that in fairness to out client we are 
not justified in giving this information without knowing more as to 
the type of proceeding which is contemplated. 

We shall hope to receive this information from you and will 
then advise you promptly what conclusion is reached. 

Respectfully, _ 


Dayton, Ohio, Feb. 20, 1915. 


; 

Attorneys. 
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“Exhibit C.” 


Washington, D. C., March 1, 1915. 
Messrs. Glass and Beust, Davton, Ohio. 

7 / 


Gentlemen: Your letter of February 26th in the matter of the 
application of Harriet B. Wills, executrix, has been received. 

The opposing party has not been called upon for a state- 
17 ment. 

There is no suggestion that you cancel any claims. You 
are anticipated by a considerable time by an application which in 
the judgment of the examiner contains interfering matter. We 
feel that there is no reason for instituting interference proceedings 
where there is no real question of priority but merely a question of 
presence or absence of interfering subject-matter or possibly of the 
operativeness of the disclosure of one of the applications. 

We do not, however, wish to take the chance of granting a patent 
and afterwards having to grant another patent for the same matter 
to another party. We are, therefore, as a precaution, even where 
the difference in date is considerable, asking the junior party in¬ 
formally to furnish a statement which is not made a part of the 
record and which is returned. The statement, however, is used to 
come to a conclusion as to whether it is worth while to declare an 
interference. 


If the decision is not to declare an interference, the senior party 
goes to patent and the junior party is rejected on the patent. He 
may then, if the subject matter is not the same, or the patent shows 
an inoperative structure, present these points for the consideration 
of the office, and it is even conceivable that finding a mistake in his 
dates, lie may still demand an interference, but the number of these 
interferences is doubtless necessarily small. 

Respectfully, 

THOMAS EWING, 

' Commissioner. 


18 “Exhibit D.” 

In the United States Patent Office. 


Dayton, Ohio, March 8, 1915. 


Application of Harriet B. Wills, 
J. Wills (Deceased). Serial 
1913. Counters. 


•Executrix of the Estate of Frank 
No. 796,644. Filed October 22, 


Hon. Commissioner of Patents, Washington, D. C. 

Sir: We have your letter of March 1st in this application, read¬ 
ing as follows: 

“Your letter of February 26th in the matter of the application of 
Harriet B. Wills, executrix, has been received. 

The opposing party has not been called upon for a statement. 
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There is no suggestion that you cancel any claims. You are an¬ 
ticipated by a considerable time by an application which in the 
judgment of the examiner contains interfering matter. We feel 
that there is no reason for instituting interference proceedings 
where there is no real question of priority but merely a question of 
presence or absence of interfering subject-matter or possibly of the 
operativeness of the disclosure of one of the applications. 

We do not, however, wish to take the chance of granting a 
patent and afterwards having to grant another patent for the same 
matter to another party. We are, therefore, as a precaution, even 
where the difference in date is considerable, asking the junior party 
informally to furnish a statement which is not made a part of the 
record and which is returned. The statement, however, is used 
to come to a conclusion as to whether it is worth while to declare an 
interference. 

If the decision is not to declare an interference the senior party 
goes to patent and the junior party is rejected on the pat- 
10 ent. lie may then, if the subject matter is not the same, or 
the patent shows an inoperative structure, present these 
points for the consideration of the office, and it is even conceivable 
that finding a mistake in his dates, he may still demand an inter¬ 
ference, but the number of these interferences is doubtless neces- 
sarilv small.” 

From it the fact seems clear that some informal proceeding is con¬ 
templated. not in terms provided for by the Rules, in place of the in¬ 
terference provided for bv the Statute and the Rules. 

It seems to the applicant that the case comes squarely under the 
mandatory provisions of the Revised Statutes, Section 4904. That 
section provides that the Commissioner “shall direct the Primary 
Examiner to proceed to determine the question of prioritv of in¬ 
vention. ’ Conditions under which the Commissioner “shall” make 
such a direction are laid down in the Statute, and are found in this 
case. An interference already exists and should be formally de¬ 
clared. We must respectfully differ from your Honor’s statement 
in the letter of March 1st that there is no real question of priority 
when only the presence or absence of interfering subject matter or 
the operativeness of one of the disclosures is involved. 

We feel compelled, with deference to your Honor, to suggest that 
the interference l>e declared, under the Rules, whereupon the state¬ 
ment required by Rule 110 will be furnished, and to decline, though 
with regret, to proceed in the informal manner outlined by your 
letter. The Rules, until amended, bind the Commissioner as well 
as the applicant. 

In the Examiner’s letter of January 30, 1915, the applicant is 
warned of a possible interference, and is requested to call this case 
up for action if the interference has not been declared at the ex¬ 
piration of thirty days. That time has now expired, and the ap¬ 
plicant. therefore, asks that this letter be considered as call- 
20 ing the case up for action. The Office is respectfully asked 
to allow the case or to declare the interference, and the ap- 
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plicant further asks that the Office state on the record which course 
will be followed. 

Respectfully submitted, 

R. C. GLASS, 

CARL BEUST, 

A ttorneys. 


Dayton, Ohio, March 8, 1915. 


U 


Exhibit E.” 


Washington, D. C., April 14, 1915. 

Messrs. Glass and Beust. c/o National Cash Register Co., Dayton, 
Ohio. 

Gentlemen : Your communication of March 8, 1915, has been re¬ 
ceived. You request a statement as to what course will he followed 
relative to the application of Wills, Serial No. 796,644, and another 
application now pending in the office. 

The final fee has been paid in the other application and it will 
become a patent May 4, 1915. After the patent issues such claims 
of the application of Wills as it may anticipate will be rejected. 
Respectfully, 

THOMAS EWING. 


Rule to Show Cause. 

Issued April 27, 1915. 

* * * * * * * 

Upon consideration of the petition for mandamus in the 
21 above entitled cause, it is, this 27th day of April, 1915, 
Ordered, that the respondent herein show cause on the 28th 
day of April, 1915, at 3 o’clock P. M., before this Court, sitting as 
Circuit Court No. 2 why a writ of mandamus should not issue as 
prayed in said petition, provided that a copy of this order and of said 
petition be served upon the respondent on or before the 27th day of 
April, 1915. • 

And it is further ordered that further proceedings in the United 
States Patent Office in the matter of the interfering application, men¬ 
tioned in the petition, be stayed until the determination of this cause 
or the further order of this Court. 

WENDELL P. STAFFORD, Justice. 


Marshal’s Return. 


Copy of the within order and of the petition herein served person¬ 
ally on Thos. Ewing, Comm, of Patents. 

Apr. 27, 1915. 

MAURICE SPLAIN, 

U . S. Marshal. 
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Answer to Rule to Show Cause. 

Filed April 28, 1915. 

♦ *♦*♦** 

The Honorable the Judges of the Supreme Court of the District of 
Columbia: 

The respondent. Thomas Ewing, Commissioner of Patents, para¬ 
graph for paragraph, to the order to show cause why the writ of man¬ 
damus should not issue and in answer to relator’s position, says upon 
information and belief: 

22 I. That respondent has no information as to the allega¬ 
tions of paragraph I. 

TT. Despondent admits that lie is Commissioner of Patents and 
resides in Washington, as stated in paragraph TT. 

HI. Respondent has no information concerning the allegation 
contained in paragraph 111 of the petition other than that an appli¬ 
cation for patent was filed alleging that Frank .T. Wills was the true 
and original inventor of certain improvements in counters. 

TV. Respondent has no information concerning the allegations 
of paragraph TV. except that an application for patent was filed by 
Harriet B. Wills, alleging that she was the executrix of Frank j. 
Wills, deceased. 

V. Respondent admits the allegations of paragraph V of (he bill. 

VI. Respondent has no information as to the allegations of para¬ 
graph AT, except that an instrument in writing signed by Harriet B. 
Wills as executrix of Frank J. Wills, was filed in the Patent Office, 
in which it was stated that the entire right, title and interest of the 
application filed by Harriet B. Wills as executrix for Frank J. Wills, 
was assigned to the petitioner. 

VII. Respondent admits the allegations of paragraph VII. 

\ III. IX. X, XI, XII. Respondent admits the writing of and 
receipt of letters referred to in these paragraphs of the petition, and 
that Exhibits A, B, C, D, and E are correct copies of these letters. 

XIII. XVI. Respondent admits that Sections 4904 and 483 of the 
Revised Statutes are correctly quoted in paragraphs XIII and XIV 
of the petition. 

XV, XVI. XVII, XVIII, XIX. XX. Respondent admits that cer¬ 
tain regulations known as the Rules of Practice in United 

23 States Patent Office have been established by the Commis¬ 
sioner of Patents, by and with the approval of the Secretary 

of the Interior, and that Rules 93, 95, 96, and the first paragraph of 
Rule 94, and the first paragraph of Rule 110, are correctly quoted in 
paragrauhs XV to XX, inclusive, of the petition. 

XXI. Respondent denies that he has violated any duty laid upon 
him bv the statutes and the rules, and further answering he avers 
that he is, and at all times mentioned herein has been, willing and 
ready to declare the interference, if the petitioner will state that the 
party Wills conceived the invention at a time wffiich is prior to the 
date upon which the other application was filed. He denies that the 
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allegations contained in paragraph XXI show that his action is cal¬ 
culated to or will damage or injure the petitioner and further answer¬ 
ing avers that if in fact Wills’ invention was made subsequently to 
the date upon which the application of the other party was filed, 
then the petitioner cannot be injured by the issuance of a patent to 
tlie other party. A litigation to lie conducted between the applica¬ 
tion owned by the petitioner and the patent issued upon the applica¬ 
tion of the other party would be no longer and no more expensive 
than a litigation to be conducted between these two applications. No 
suit could be brought under Section 4918 of the Revised Statutes 
either by or against this petitioner unless it be proved that Wills 
was the first inventor of the invention in question and a patent issue 
on his application, and the question whether Wills was in fact the 
first inventor and the petitioner would therefore be liable to a suit 
under Section 4918, is too problematical to render the action of the 
respondent in refusing to declare the interference in the absence of 
a statement that Wills conceived the invention on a date 

24 which is prior to the filing date of the other party, an injury 
to the jietitioner. 

XXII. The respondent admits that his predecessors did not follow 
the practice which has been adopted in this case. .Further answer¬ 
ing respondent avers that there are now pending in the Patent Office 
approximately 145,000 applications and that approximately 70,000 
applications for patent are filed each year; that a large number of 
applications are found to contain conflicting claims; that it is of the 
highest public interest that the prosecution of all applications be 
brought to a speedy conclusion so that patents may be issued on 
those applications which are found allowable; that upon investiga¬ 
tion it has been ascertained that the junior party prevails in less than 
7% of the interferences in which the difference of the filing dates 
of the parties is more than one year; that in a large number of cases 
where the junior applicant makes no claim of prior conception, the 
prosecution of the applications involved is greatly delayed, owing to 
the presentation of motions involving questions which do not directly 
involve the question of priority, but which constitute merely an 
opposition to the grant of a patent to the senior party; that it is there¬ 
fore highly desirable without declaring an interference to ascertain 
whether the later applicant claims to have conceived the invention 
at a date prior to the filing date of the earlier applicant, in order that 
if he makes no such claim a patent may be granted on the earlier 
application without needless delay; that this procedure does not de¬ 
prive the later applicant of any right to contend thereafter that the 
patent granted on such an earlier application is not a bar, under the 
provisions of Section 4886 of the Revised Statutes, to the grant of a 
patent on his later application. Respondent avers that this 

25 petitioner has been treated in no way differently from other 
applicants whose filing dates are long subsequent to the date 

of filing of another application claiming the same invention. He 
also denies that by his conduct petitioner has been injured or is 
threatened with injury. 

XXIII. Respondent admits that in the due course of business a 
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psitent will be issued upon the application of the other party on May 
4, 191o, but denies that petitioner is without remedy unless the 
mandamus is granted, as asked, since respondent stands ready to 
withdraw the application and declare the interference, if the peti¬ 
tioner will state that the invention was conceived by Wills on a date 
which is prior to the date upon which the application of the other 
party was filed, which latter date was considerably more than a year 
prior to the filing date of the \\ ills application. 

.1 ') n ,f no "l * mvi,| £ ft’N.V answered said petition, respondent pravs 
that the rule to show cause issued against him lie discharged, and 
that the restraining order issued on April 27, 1915, be vacated 

THOMAS EWING, 

Commissioner of Patents. 

District of Columbia, ss: 

I, Thomas Ewing, being first duly sworn, on oath, depose and sav 
that I am the Commissioner of Patents; that I have read the fore¬ 
going answer by me subscribed and know the contents thereof; that 
the_ matters and things therein stated of mv own knowledge are true 
and those stated on information and belief I believe to be true 

THOMAS EWING. 

26 Subscribed and sworn to before me this 28th day of April 

iyio. r * 

t SEAL *l GEORGE PI. BRADDOCK, 

A otary Public in and for D. C. 

Motion for Peremptory Writ of Mandamus. 

Filed April 28, 1915. 

******* 

And now- comes the petitioner, by Melville Church, its attorney 
and moves for a peremptory writ of mandamus against the respond¬ 
ent, notwithstanding the return of the respondent herein 

MELVILLE CHURCH 

April 28, 1915. f ° T Petitio ™- 


Supreme Court of the District of Columbia. 

Thursday, April 29th, 1915. 

Session resumed pursuant to adjournment, Hon. Wendell P 
fetaiiord, Justice presiding. 

******* 

This cause came on to be heard upon the Petition filed herein, the 
Rule to Show Cause issued, the answer to said rule and the motion 
ot petitioner for judgment notwithstanding said answer and was 
argued and submitted to the Court. Wherefore, upon consideration 
thereof, it is now ordered that the prayer of said petition be and the 
same is hereby granted, and considered that a writ of mandamus 
issue herein directed to Thomas Ewing, Commissioner of Patents 
commanding him to withdraw from issue the pending application 
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of the unnamed applicant referred to in the petition and return in 
this cause as the application that interferes with the pending 
27 application of Harriet B. Wills, Executrix, for improvements 
in counters, filed October 22, 1913, Serial No. 796,644, upon 
which a patent has been ordered to issue on the 4th day of May, 
1915; and further to prevent the issue of a patent on the application 
of said unnamed applicant on the said 4th day of May, 1915; and 
further to declare or direct to be declared an interference between 
said before mentioned applications for the purpose of determining 
the question of priority of invention as between the inventors named 
in said applications according to the Statute and Rules in such case 
made and provided. Further it is considered that the petitioner re¬ 
cover of the respondent his costs of suit to be taxed by the clerk and 
have execution thereof. 


Peremptory Writ of Mandamus. 

Issued April 29, 1915. 

******* 

The President of the United States to Thomas Ewing, Commissioner 
of Patents Greeting: 

You are hereby peremptorily commanded to withdraw from issue 
the pending application of the unnamed applicant referred to in the 
petition and return in this cause as the application that intei- 
feres with the pending application of Harriet B. Wills, Exe¬ 
cutrix. for Improvements in Counters, filed October 22, 1913, 
Serial No. 796,644, and also referred to in said petition and re¬ 
turn as the application upon which a patent has been ordered to 
issue on the 4th day of May, 1915; and you are further commanded 
to prevent the issue of a patent on the application of said unnamed 
applicant on the said 4th day of May, 1915; and you are 
28 further commanded to declare or direct to be declared an 
interference between said before mentioned applications for 
the purpose of determining the question of priority of invention as 
between the inventors named in said applications, according to the 
Statute and Rules in such case made and provided. 

And these things you shall not omit to do; and hovv you shall 
have obeved and executed this writ make known to said Court within 
twenty (20) days from this date, by returning the, same into the 

Clerk’s office, properly endorsed. , _ *• * -a 

Witness the Honorable J. Harry Covington, Chief Justice of said 

Court, this 29" day of April, A. D. 1915. y() ^ 

LS J By ALF. G. BUHRMAN, 

Ass’t CVk . 

Marshal's Return. 

Served a copy of the within writ on Thos. Ewing, Comm, of 
Patents personally April 29. MAURICE SPLAIN( 

8 ., 


3—2838a 


U. S. Marshal. 
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Supreme Court of the District of Columbia, 

Friday, April 30th, 1915. 

Session resumed pursuant to adjournment, lion. Wendell P. 
Stafford, Justice presiding. 

******* 

Now come the parties by their respective attorneys, whereupon 
the respondent by his attorney Mr. K. F. Whitehead, in open court, 
notes an appeal from die judgment of this Court herein on the 
29th day of April, 19U>. Further it is ordered that said judgment 
of this Court in so far as it requires the declaration forth- 
29 with ot an interference between the applications for patents 
referred to therein, he, and the same is hereby stayed and 
superseded pending the determination of said appeal, or until the 
further order of this Court. 


Assignment of Errors. 
Filed May 8, 1915. 


Now comes the respondent and assigns the following errors in 
the action and proceedings of the said Supreme Court of the District 
of Columbia in the said cause. 

The court erred: 

1. In granting relator’s petition for writ of mandamus and in 
ordering said writ to issue. 

2. In commanding the respondent to withdraw from issue the 
application of the unnamed applicant, referred to in the petition, 
and in commanding the respondent to prevent the issue of a patent 
on the application of said unnamed applicant on May 4, 1915. 

3. In commanding the respondent to declare or direct to be de¬ 
clared an interference between the application of Harriet l>. Wills, 
No. 796,644, and the application of the unnamed applicant, referred 
to in the petition. 

4. In holding that the action taken by the Commissioner of 
Patents was not within his discretionary authority under the statutes 
of the United States and the rules of practice of the United States 
Patent Office. 

5. In holding that it was the duty of the Commissioner of Patents, 
under the circumstances set out in the petition, to order the declara¬ 
tion of an interference. 

6. In holding that relator had shown that it was injured 
30 or threatened with injury by the action taken by the re¬ 
spondent. 

7. In not dismissing relator’s petition for a writ of mandamus. 

R. F. WHITEHEAD, 
Attorney for Respondent. 

May 7, 1915. 
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Designation of Record. 

Filed May 8, 1915. 

cTudethe° iSg pajei^ t 

Petition of relator and exhibits attaelied thereto 
I Me rule on respondent to show cause 
1 he return of respondent. 

Motion by relator for judgment. 

1 he order of Justice Stafford. 

I lie writ of mandamus. 

1 he order of Justice Stafford allowing the appeal and Ravine- tho 
judgment entered April 29, 1915. & 1P ° lay ng the 

Assignments of error. 

R. F. WHITEHEAD, 

May 7 1915 Attorney for Respondent. 


Supreme Court of the District of Columbia. 

United States of America, 

District of Columbia, ss: 

I, John R. Young, Clerk of the Supreme Court of the District 
of Columbia, hereby certify the foregoing pages numbered from 1 
to 30, both inclusive, to lie a true and correct transcript of the rec¬ 
ord, according to directions of counsel herein filed, copy of which is 
made pari of this transcript, in cause No. 57970 at Law wherein 
Lnitod States ex relatione The National Cash Register Company is 
1 eti turner, and 1 homes Ewing, Commissioner of Patents is Re 
spondent, as the same remains upon the files and of record’ in said 

In testimony whereof, I hereunto subscribe mv name and affix 

' °' in “ id 

| Seal Supreme Court of the District of Columbia.] 

JOHN R. YOUNG, Clerk. 

Endued on cover: District of Columbia Supreme Court, No 
2838 Thomas Ewing, &c appellant, vs. U. S. ex rel. The Na¬ 
tional Cash Register Co. Court of Appeals, District of Columbia 
Filed Jun- 15, 1915. Henry W. Hodges, clerk. 



